Ap[>iiasJi0!t: Hy. 10^331,427 

Alter Find OlTiee AstioB of Sepreinber 17, 2009 



Vase 7 of 9 



REMARKS 

Applicants respeclfolly request the Examiner to recofisider the present application in 
view of the foregoing amendments to the claims aod the following mmarks. 

Stilus of the Claims 

After entry of present Amendi-neM, claims 5, 6, 9, 11, 13~iS, 20, 21 and 23-29 are 
^•si'ndirg ^ k"->-eser* ap location The Of*iCv. \ot on tsh.V. Can^ ^ II i6 2*'a^u28 
1 X, vv v> V. w !• 1 t^rc -Z -^c iH t,u w o r«. . ^ ^. 

sL-'v.L ^ i ii. 1 it.'-^j C d nis i 4 7,8 0 and ji 9 vse e vt, svt, led p'-^.x o C s 
i'^ d-'d . ) ve ' HitVi.^Jv'-i CiaarTiS ^ 6, 9 and 11 h*ive ^cx^ ameni^ea &i> bugo'vsti.d s *he 
Examiner in the OtTice Action. Claims 16, 27 and 28 have been amended to put them in better 
form and to correct typographical erroi-s. No new matter has been added by way of the 
amendments. 

Based upon the above considerations, entry of the present Amendment is respectfuiiy 
requested. 

Claim Otjectiom 

Claims 5, 6, 9, iM4, 17-18 and 20-29 are objected to for various infonnalilies. As 
claims 12 imd 22 have been canceiJed, the objections to claims 12 and 22 are now moot. The 
Examiner .suggested amendments to the language of clfiims 5, 6, 9, and 11 in the Office Action to 
obviate these objections, and Applicants have made t.he suggested aroendmenis as follows; 
i ) claisTLs 5 and 6 have been amended to make them clearer; 
2.) claim 9 has been amended to move recitation of a polypeptide having a 
cleavage site between the 1605* Tyr and 1606* met of SEQ ID NO: 1 for 
ADAMTS-i3 to the end of the sentence, and the phrase "wherein said 
polypeptide has 1605* Tyr and 1606^ Met of SEQ ID NO: 1" has been added in 
front of the recitation in order to provide a proper antecedent basis for it; and 
3) claim 1 1 has been imiended to place it in proper dependent forn-. 
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b\ view of these amendments, Applicants respectfully request that the objections 
to claims 5, 6, 9, I L 14, 17, 18, 20, 21 and 23-2S) be withdrawn. 

hnue Under 35 V.S.C § 112, First Paragraph, Written Description - New Matter 

Claims 5, .17, 18 and 25-28 are rejected under 35 U.S.C. § 112, first paragraph, new 
matter, as failing to comply with the written description requirement. Applicans have 
amended claim 5 to i-ecite 'Svherein the tag is attached," inste^id of "wherein the tag is 
optionally covalemly attached," as suggested by the Examiner in the Office Action to obviate 
lejeciion of claims 5, 17-18 and 25-28 under 35 U.S.C. | 112, first paragraph, and .Applicants 
re.speciixiily ret]i3est that this rejection be withdrawn. 

issues Under 35 U.S.C. § 102(b), Anticipation 

Claims 11, 13, 14, 21 and 23-24 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Garfinkel et al., U.S. Patent No. 5,849,536 (hereinafter "Garfinkej") as evidenced 
by Wu et aL, PNAS, 2006, Vol. 103, pp. 1847048474 (hereinafter "Wa"). In ihe Office Action, 
the Exairiiner suggests that rejection of these claims wouid be obviated by Applicants amending 
claim 11 to recite (language irom cancelled claim 12) a tag attached at the N-terniinal and'br 
tcrminjil of the polypeptide, wherein the tag is selected from the group consisting of a glutathione 
transferase (GST) fusion proteir^, luciferase, beta-galactosidase. His tag peptides, coupling 
agents, radioactive labels, and chromophores. Applicants have amended claim U, as suggested 
by the Examiner, and .Applicants respectfully request the withdrawal of the rejection of claims 
11, 13, 14, 21 and 23-24 under 35 O.S,C. § 102(b) as being anticipated by Garfinkel as 
evidenced by Wu. 

Clarificatimi efihe term "eoupUng agents'' 

.Applicants agi-ee witli the Examiner where, at page 6 of the Office Action, he states that the 
term "coupling agents" does not encompass peptides and'br polypeptides. 
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CONCLUSION 

hi view of the above amendment. Applicants believe the pending application is in 
condition for allowance. 

Should tliere be miy outstanding matters that need to be resolved in the present 
application, die Ex(iiT5iner is respectfully requested to contact Stephanie A. Wardweil, Reg. No. 
48,v025, at the tekphone number of the undersigned below, to conduct an intemcw in an effort to 
expedite prosecution in cormeclion ^vith the present application. 

If necessary, the Commissioner is hereby authorized in thi s, concarreTn; and iliture replies 
to charge payment or credit any overpayment to Deposit Account No. 02-2448 tor any additional 
fees required under 37.C.F.R. §§ 1.16 or 1.17; particularly, extension of time fees. 



Dated; g ^gf^g Respectfully submitted, 

B y ; -"-^^^^ 

Craig A. McRobbie 
Registration No.: 42.874 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Road 
Suite 100 E^t 
P.O. Box 747 

Falls Clmrch, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicants 
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